
United States Bstent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark Office 

Address: COMM^SSIC NER OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

www.uspLo.gov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/666,207 


09/21/2000 


Kevin R. Orton 


ORTONK.003A 


9101 


20995 7590 02/07/2003 

KNOBBE MARTENS OLSON & BEAR LLP 
2040 MAIN STREET 
FOURTEENTH FLOOR 
IRVINE, C A 92614 


EXAMINER 


DEAK, LESLIE R 


ART UNIT 


PAPER NUMBER 


3762 

DATE MAILED: 02/07/2003 


Please find below and/or attached an Office communication concerning this application or proceeding. 


PTO-90C (Rev. 07-01) 


Office Action Summary 


Application No. 

09/666,207 


Examiner 

Leslie R. Deak 


Applicant(s) 

ORTON. KEVIN R. 


-0 


Art Unit 

3762 


- The MAILING DATE of this c mmunication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 25 November 2002 . 
2a)Q This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 
Disposition of Claims 

4) S Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) 4 and 12-21 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-3 and 5-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 21 September 2000 is/are: a)D accepted or b)[3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

13) [E Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)Q Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) (3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2.3. 4.5 . 6) □ Other: 
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PTO-326 (Rev. 04-01) 
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DETAILED ACTION 


Drawings 


1 . This application has been filed with informal drawings which are acceptable for 
examination purposes only. Formal drawings will be required when the application is 
allowed. 

2. Figure 1 should be designated by a legend such as --Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). A proposed drawing correction 
or corrected drawings are required in reply to the Office action to avoid abandonment of 
the application. The objection to the drawings will not be held in abeyance. 


3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-3, 5-7, and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. Claim 1 recites the limitation "the outside surface" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. 

6. With regard to claim 11, it is incomplete for omitting essential structural 
cooperative relationships of elements, such omission amounting to a gap between the 
necessary structural connections. See MPEP § 2172.01 . The method limitations set 
forth a structural device capable of containing and electrically activating a liquid, but 


Claim Rejections - 35 USC §112 
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there is no structure that facilitates the injection of any substance. Furthermore, the 
steps in the method omit the destination of the injected substance. Broadly construed, 
"injecting" is interpreted to mean simply delivering the fluid to the patient. 


Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-3 and 5-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US 4,822,339 to Tran. Tran discloses a container 322 with at least one wall and a cavity 
or a reservoir, two electrodes 324 and 326 that are spaced apart and attach from the 
inner wall and extend into the reservoir. The electrodes connect to leads or contact 
elements 346 and 348 outside the reservoir. The container further comprises a sealing 
element as illustrated in FIG 10 (see column 5, lines 50-60, column 10, lines 45-67, FIG 
10). Tran discloses a pierceable sealing element 340 on a secondary container 338, 
and illustrates a seal and a pierceable closure on both the secondary container 338 and 
the primary container 322 (see FIG 10). The container further comprises a therapeutic 
agent that may be transferred to a patient (see FIGS 1, 2, and 10, column 8, lines 18- 
29). Tran discloses that while the apparatus holds a liquid, an electrical charge is 
applied between the electrodes, and the therapeutic agent is then transferred to the 
patient by appropriate delivery means. 
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With regard to applicant's claim that the container is "adapted to" hold a liquid 
and that the sealing portion is "adapted to" reseat, it has been held that the recitation 
that an element is "adapted to" perform a function is not a positive limitation but only 
requires the ability to so perform. It does not constitute a limitation in any patentable 
sense. In re Hutchison , 69 USPQ 138. 


Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a. . US 4,236,992 Themy 

i. Container with cover, dual electrodes, and fluid 

b. US 4,938,854 Sharifan et al. 

ii. Container with dual electrodes that charges a fluid therein 

c. US 6,181,962 Orton 

iii. Container with fluid and dual electrodes 

d. US 6,488,032 Orton 

iv. Method for preparing electrically activated substance 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie R. Deak whose telephone number is 703-305- 
0200. The examiner can normally be reached on M-F 7:30-5:00, every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 703-308-5181 . The fax phone numbers 
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for the organization where this application or proceeding is assigned are 703-305-3590 
for regular communications and 703-305-3590 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0873. 




February 3, 2003 



